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DETAILED ACTION 
Claim Objections 

Claims 4-9, 14, and 21 are objected to because of the following informalities: 
Claims 4-9 disclose "The apparatus..." It should be changed to -The method...--. 
5 Claims 6, 14, and 21 disclose "T1/E1 framer/line interface". It should be changed 

to -T1/E1 framer or line interface--. 

Appropriate correction is required. 



Claim Rejections - 35 USC §112 

10 The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

15 

Claims 22 and 23 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
20 invention. 

Claim 22 discloses "said front card and said back card are coupled via a TDM 
bus"; and claim 23, which depends on claim 22, discloses "said front card comprises an 
ATM SAR, and said back card comprises an ATM Phy". However, the specification on 
page 15, table 1 discloses that a TDM bus is used with an "HDLC control" card and a 
25 "T1/E1 framer or line interface" not an "ATM SAR" card and an "ATM Phy" card as 
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disclosed in claims 22 and 23. How can a TDM bus couple an ATM SAR card and ATM 
Phy card? 



Claim Rejections - 35 USC § 103 

5 The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
1 0 invention was made to a person having ordinary skill in the art to which said subject matter pertains. 

Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1, 3-10, 12-21, and 24 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over applicants admitted prior art in view of Bontemps et al. (U.S. Patent 

15 5,923,663). 



In regards to claim 1, applicant's admitted prior art discloses "a communication 
system having a router, said router having a PCI-compliant front card, said front card 
begin configured to accept a LAN or WAN compliant back card, a method for detecting 
20 the absence of a Phy Layer device on the back card and communicating said absence 
to the front card, said method comprising: 

receiving, by... the front card, a sensing signal from the back card (Specification, 
page 3, lines 2-14)..." 

However, applicant's admitted prior art fails to teach "...a switching input of a tri- 
25 state buffer..." and "if said sensing signal is a logical low, then coupling a IDSEL signal 
corresponding to a particular channel of said back card to said front card; and if said 
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sensing signal is not low, then decoupling said IDSEL signal from said front card and 
providing a logical low signal in the place of said IDSEL line." 

Bontemps however, discloses "...a switching input of a tri-state buffer (figure 2, 
element 222 and figure 4 where element 222 is the function equivalent of the tri-state 
5 buffer by allowing a select signal to be asserted when a device is detected as can be 
read in col. 11, lines 25-38)..." and "if said sensing signal is a logical low, then coupling 
a IDSEL signal corresponding to a particular channel of said back card to said front 
card; and if said sensing signal is not low, then decoupling said IDSEL signal from said 
front card and providing a logical low signal in the place of said IDSEL line (col. 11, lines 

10 25-38; it is noted that although Bontemps does not disclose the sensing signal to be low 
when the select signal is coupled, it is a matter of design choice how the sensing signal 
is interpreted because there are only two states and if one state, such as low, affects 
the response of coupling, then the other state, in this case high, will result in the 
decoupling or opposite response; it is also noted that although the "toggle state" of 

15 Bontemps is not consistently providing a "logical low" in response to a given state of the 
sensing line, it is providing the same effect of decoupling the select line)." 

It would have been obvious to one with ordinary skill in the art at the time of 
invention to include the "tri-state buffer" and the "coupling/decoupling of the IDSEL line" 
with the front and back cards of applicant's admitted prior art for the purpose of allowing 

20 detection of devices to a port. The motivation being quicker establishment of 
communication links through detected devices by eliminating a "trial and error" 
approach to appropriately connecting devices. 
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In regard to claim 3, applicant's admitted prior art and Bontemps disclose "the 
method of claim 1". However, applicant's admitted prior art lacks "said tri-state buffer 
further has an input and an output, said input and output being serially disposed on a 
5 IDSEL line corresponding to a particular channel." Bontemps however, further discloses 
"said tri-state buffer further has an input and an output, said input and output being 
serially disposed on a IDSEL line corresponding to a particular channel (figure 2, 
element 22 and figure 4, where the input and outputs of element 222 are serially 
disposed on a particular channel corresponding to a particular port)." It would have been 
10 obvious to one with ordinary skill in the art at the time of invention to include the input 
and output of the tri-state buffer with the method of claim 1 for the same reasons and 
motivation as in claim 1 . 

In regard to claim 4, applicant's admitted prior art and Bontemps disclose "[the 
1 5 method] of claim 1 ". However, Bontemps lacks "said front card comprises and FE MAC, 
and said back card comprises an FE Phy." Applicant's admitted prior art however, 
further discloses "said front card comprises and FE MAC, and said back card comprises 
an FE Phy (figure 1, elements 100 and 101)." It would have been obvious to one with 
ordinary skill in the art at the time of invention to include the FE MAC and FE Phy with 
20 the method of claim 1 for the same reasons and motivation as in claim 1 . 
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In regard to claim 5, applicant's admitted prior art and Bontemps disclose "[the 
method] of claim 4". However, Bontemps lacks "said front card and said back card are 
coupled via an Mil bus." Applicant's admitted prior art however, further discloses "said 
front card and said back card are coupled via an Mil bus (figure 2, element 114)." It 
5 would have been obvious to one with ordinary skill in the art at the time of invention to 
include the Mil bus with the method of claim 4 for the same reasons and motivation as 
in claim 4. 



In regard to claim 6, applicant's admitted prior art and Bontemps disclose "[the 
10 method] of claim 1". However, applicant's admitted prior art and Bontemps lack "said 
front card comprises an HDLC control, and said back card comprises a T1/E1 framer 
[or] line interface." Although both applicant's admitted prior art and Bontemps lack "the 
HDLC control" and "T1/E1 framer or line interface", it would have been obvious to one 
with ordinary skill in the art to include these with the method of claim 1 as a matter of 
15 design choice. As can be seen in applicant's specification, page 15, lines 5-13 these 
devices are chosen based on the type of network or on requirements for communication 
and not chosen based on applicant's invention. Therefore, choosing HDLC control 
versus ATM SAR (as can be seen in Table 1 ) is a matter of design choice. The 
motivation for choosing the different devices would be based on the type of network and 
20 the requirements needed for communication. 
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In regard to claim 7, applicant's admitted prior art and Bontemps disclose "[the 
method] of claim 6". However, applicant's admitted prior art and Bontemps lack "said 
front card and said back card are coupled via a TDM bus." Although both applicant's 
admitted prior art and Bontemps lack "said front card and said back card are coupled 
5 via a TDM bus", it would have been obvious to one with ordinary skill in the art to 

include this with the method of claim 6 as a matter of design choice. As can be seen in 
applicant's specification, page 15, lines 5-13 these coupling means are chosen based 
on the type of network or on requirements for communication and not chosen based on 
applicant's invention. Therefore, choosing a TDM bus versus a Mil bus (as can be seen 
1 0 in Table 1 ) is a matter of design choice. The motivation for choosing the different bus 
would be based on the type of network and the requirements needed for 
communication. 



In regard to claim 8, applicant's admitted prior art and Bontemps disclose "[the 
15 method] of claim 1". However, applicant's admitted prior art and Bontemps lack "said 
front card comprises an ATM SAR, and said back card comprises an ATM Phy." 
Although both applicant's admitted prior art and Bontemps lack "the ATM SAR" and 
"ATM Phy", it would have been obvious to one with ordinary skill in the art to include 
these with the method of claim 1 as a matter of design choice. As can be seen in 
20 applicant's specification, page 15, lines 5-13 these devices are chosen based on the 
type of network or on requirements for communication and not chosen based on 
applicant's invention. Therefore, choosing ATM SAR versus HDLC control (as can be 
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seen in Table 1) is a matter of design choice. The motivation for choosing the different 
devices would be based on the type of network and the requirements needed for 
communication. 

5 In regard to claim 9, applicant's admitted prior art and Bontemps disclose "[the 

method] of claim 8". However, applicant's admitted prior art and Botnemps lack "said 
front card and said back card are coupled via a Utopia bus." Although both applicant's 
admitted prior art and Bontemps lack "said front card and said back card are coupled 
via a Utopia bus", it would have been obvious to one with ordinary skill in the art to 

10 include this with the method of claim 8 as a matter of design choice. As can be seen in 
applicant's specification, page 15, lines 5-13 these coupling means are chosen based 
on the type of network or on requirements for communication and not chosen based on 
applicant's invention. Therefore, choosing a Utopia bus versus a Mil bus (as can be 
seen in Table 1) is a matter of design choice. The motivation for choosing the different 

1 5 bus would be based on the type of network and the requirements needed for 
communication. 

In regard to claim 10, applicant's admitted prior art discloses "a communication 
system having a router, said router having a PCI-compliant front card, said front card 
20 begin configured to accept a LAN or WAN compliant back card, an apparatus for 

detecting the absence of a Phy Layer device on the back card and communicating said 
absence to the front card (background of specification and figures 1 and 2)..." 
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However, applicant's admitted prior art lacks "means for switching disposed on 
the front card comprising a tri-state buffer wherein said tri-state buffer has an input, an 
output, and a switching input wherein said input and output of said tri-state buffer being 
serially disposed on said front card and said switching input of said tri-state buffer is 
5 configured to be coupled to said back card; said means for switching being configured 
to receive a sensing signal from the back card, said sensing signal having a first and 
second state; said means for switching being further configured to provide a 
predetermined signal to said front card responsive to said state of sensing signal." 
Bontemps however, discloses "means for switching disposed on the front card 

10 comprising a tri-state buffer wherein said tri-state buffer has an input, an output, and a 
switching input wherein said input and output of said tri-state buffer being serially 
disposed on said front card and said switching input of said tri-state buffer is configured 
to be coupled to said back card; said means for switching being configured to receive a 
sensing signal from the back card, said sensing signal having a first and second state; 

1 5 said means for switching being further configured to provide a predetermined signal to 
said front card responsive to said state of sensing signal (figure 2, element 222 and 
figure 4 where element 222 is the function equivalent of the tri-state buffer by allowing a 
select signal to be asserted when a device is detected as can be read in col. 1 1 , lines 
25-38)." 

20 It would have been obvious to one with ordinary skill in the art at the time of 

invention to include the "tri-state buffer" with the front and back cards of applicant's 
admitted prior art for the purpose of allowing detection of devices to a port. The 
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motivation being quicker establishment of communication links through detected 
devices by eliminating a "trial and error" approach to appropriately connecting devices. 

In regard to claim 12, applicant's admitted prior art and Bontemps disclose "the 
5 apparatus of claim 10". However, Bontemps lacks "said front card comprises and FE 
MAC, and said back card comprises an FE Phy." Applicant's admitted prior art however, 
further discloses "said front card comprises and FE MAC, and said back card comprises 
an FE Phy (figure 1 , elements 100 and 101 )." It would have been obvious to one with 
ordinary skill in the art at the time of invention to include the FE MAC and FE Phy with 
1 0 the apparatus of claim 1 0 for the same reasons and motivation as in claim 1 0. 

In regard to claim 13, applicant's admitted prior art and Bontemps disclose "the 
apparatus of claim 12". However, Bontemps lacks "said front card and said back card 
are coupled via an Mil bus." Applicant's admitted prior art however, further discloses 
15 "said front card and said back card are coupled via an Mil bus (figure 2, element 114)." 
It would have been obvious to one with ordinary skill in the art at the time of invention to 
include the Mil bus with the apparatus of claim 12 for the same reasons and motivation 
as in claim 12. 

20 In regard to claim 14, applicant's admitted prior art and Bontemps disclose "the 

apparatus of claim 10". However, applicant's admitted prior art and Bontemps lack "said 
front card comprises an HDLC control, and said back card comprises a T1/E1 framer 
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[or] line interface." Although both applicant's admitted prior art and Bontemps lack "the 
HDLC control" and "T1/E1 framer or line interface", it would have been obvious to one 
with ordinary skill in the art to include these with the apparatus of claim 10 as a matter 
of design choice. As can be seen in applicant's specification, page 15, lines 5-13 these 
5 devices are chosen based on the type of network or on requirements for communication 
and not chosen based on applicant's invention. Therefore, choosing HDLC control 
versus ATM SAR (as can be seen in Table 1 ) is a matter of design choice. The 
motivation for choosing the different devices would be based on the type of network and 
the requirements needed for communication. 

10 

In regard to claim 15, applicant's admitted prior art and Bontemps disclose "the 
apparatus of claim 14". However, applicant's admitted prior art and Bontemps lack "said 
front card and said back card are coupled via a TDM bus." Although both applicant's 
admitted prior art and Bontemps lack "said front card and said back card are coupled 

15 via a TDM bus", it would have been obvious to one with ordinary skill in the art to 

include this with the apparatus of claim 14 as a matter of design choice. As can be seen 
in applicant's specification, page 15, lines 5-13 these coupling means are chosen based 
on the type of network or on requirements for communication and not chosen based on 
applicant's invention. Therefore, choosing a TDM bus versus a Mil bus (as can be seen 

20 in Table 1 ) is a matter of design choice. The motivation for choosing the different bus 
would be based on the type of network and the requirements needed for 
communication. 
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In regard to claim 16, applicant's admitted prior art and Bontemps disclose "the 
apparatus of claim 10". However, applicant's admitted prior art and Bontemps lack "said 
front card comprises an ATM SAR, and said back card comprises an ATM Phy." 
5 Although both applicant's admitted prior art and Bontemps lack "the ATM SAR" and 
"ATM Phy", it would have been obvious to one with ordinary skill in the art to include 
these with the apparatus of claim 10 as a matter of design choice. As can be seen in 
applicant's specification, page 15, lines 5-13 these devices are chosen based on the 
type of network or on requirements for communication and not chosen based on 
10 applicant's invention. Therefore, choosing ATM SAR versus HDLC control (as can be 
seen in Table 1) is a matter of design choice. The motivation for choosing the different 
devices would be based on the type of network and the requirements needed for 
communication. 

15 In regard to claim 17, applicant's admitted prior art and Bontemps disclose "the 

apparatus of claim 10". However, applicant's admitted prior art and Botnemps lack "said 
front card and said back card are coupled via a Utopia bus." Although both applicant's 
admitted prior art and Bontemps lack "said front card and said back card are coupled 
via a Utopia bus", it would have been obvious to one with ordinary skill in the art to 

20 include this with the apparatus of claim 10 as a matter of design choice. As can be seen 
in applicant's specification, page 15, lines 5-13 these coupling means are chosen based 
on the type of network or on requirements for communication and not chosen based on 
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applicant's invention. Therefore, choosing a Utopia bus versus a Mil bus (as can be 
seen in Table 1 ) is a matter of design choice. The motivation for choosing the different 
bus would be based on the type of network and the requirements needed for 
communication. 

5 

In regard to claim 18, applicant's admitted prior art discloses "an apparatus for 
detecting the absence of a LAN or WAN compliant device, said apparatus comprising: a 
PCI-compliant front card, said front card being configured to accept a LAN or WAN 
compliant back card (Background section of the specification and figures 1 and 2)..." 

1 0 However, applicant's admitted prior art lacks "said front card further having a 

switch, said switch being a tri-state buffer and being serially disposed on a IDSEL 
connection corresponding to a particular channel on said front card, said switch being 
further configured to receive a sensing signal corresponding to said channel from said 
device by switching input of said tri-state buffer; and wherein said apparatus is 

15 configured to couple said IDSEL connection to said front card if said sensing signal is in 
a first state, and provide a low potential to said front card if said sensing signal is in a 
second state." 

Bontemps however, discloses "said front card further having a switch, said switch 
being a tri-state buffer and being serially disposed on a IDSEL connection 
20 corresponding to a particular channel on said front card, said switch being further 

configured to receive a sensing signal corresponding to said channel from said device 
by switching input of said tri-state buffer (figure 2, element 222 and figure 4 where 
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element 222 is the function equivalent of the tri-state buffer by allowing a select signal to 
be asserted when a device is detected as can be read in col. 1 1 , lines 25-38; ); and 
wherein said apparatus is configured to couple said IDSEL connection to said front card 
if said sensing signal is in a first state, and provide a low potential to said front card if 
5 said sensing signal is in a second state (col. 1 1 , lines 25-38; it is noted that although 
Bontemps does not disclose the sensing signal to be low when the select signal is 
coupled, it is a matter of design choice how the sensing signal is interpreted because 
there are only two states and if one state, such as low, affects the response of coupling, 
then the other state, in this case high, will result in the decoupling or opposite response; 

10 it is also noted that although the "toggle state" of Bontemps is not consistently providing 
a "logical low" in response to a given state of the sensing line, it is providing the same 
effect of decoupling the select line)." 

It would have been obvious to one with ordinary skill in the art at the time of 
invention to include the "tri-state buffer" and the "coupling of the IDSEL line" with the 

1 5 front and back cards of applicant's admitted prior art for the purpose of allowing 
detection of devices to a port. The motivation being quicker establishment of 
communication links through detected devices by eliminating a "trial and error" 
approach to appropriately connecting devices. 

20 In regard to claim 19, applicant's admitted prior art and Bontemps disclose "the 

apparatus of claim 18". However, Bontemps lacks "said front card comprises and FE 
MAC, and said back card comprises an FE Phy." Applicants admitted prior art however, 
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further discloses "said front card comprises and FE MAC, and said back card comprises 
an FE Phy (figure 1, elements 100 and 101)." It would have been obvious to one with 
ordinary skill in the art at the time of invention to include the FE MAC and FE Phy with 
the apparatus of claim 18 for the same reasons and motivation as in claim 18. 

5 

In regard to claim 20, applicant's admitted prior art and Bontemps disclose "the 
apparatus of claim 19". However, Bontemps lacks "said front card and said back card 
are coupled via an Mil bus." Applicant's admitted prior art however, further discloses 
"said front card and said back card are coupled via an Mil bus (figure 2, element 114)." 
10 It would have been obvious to one with ordinary skill in the art at the time of invention to 
include the MM bus with the apparatus of claim 19 for the same reasons and motivation 
as in claim 19. 



In regard to claim 21 , applicant's admitted prior art and Bontemps disclose "the 
15 apparatus of claim 20". However, applicant's admitted prior art and Bontemps lack "said 
front card comprises an HDLC control, and said back card comprises a T1/E1 framer 
[or] line interface." Although both applicant's admitted prior art and Bontemps lack "the 
HDLC control" and "T1/E1 framer or line interface", it would have been obvious to one 
with ordinary skill in the art to include these with the apparatus of claim 20 as a matter 
20 of design choice. As can be seen in applicant's specification, page 15, lines 5-13 these 
devices are chosen based on the type of network or on requirements for communication 
and not chosen based on applicant's invention. Therefore, choosing HDLC control 
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versus ATM SAR (as can be seen in Table 1 ) is a matter of design choice. The 
motivation for choosing the different devices would be based on the type of network and 
the requirements needed for communication. 

5 In regard to claim 24, applicant's admitted prior art and Bontemps disclose "the 

apparatus of claim 18". However, applicant's admitted prior art and Botnemps lack "said 
front card and said back card are coupled via a Utopia bus." Although both applicant's 
admitted prior art and Bontemps lack "said front card and said back card are coupled 
via a Utopia bus", it would have been obvious to one with ordinary skill in the art to 

1 0 include this with the apparatus of claim 1 8 as a matter of design choice. As can be seen 
in applicant's specification, page 15, lines 5-13 these coupling means are chosen based 
on the type of network or on requirements for communication and not chosen based on 
applicant's invention. Therefore, choosing a Utopia bus versus a MM bus (as can be 
seen in Table 1) is a matter of design choice. The motivation for choosing the different 

1 5 bus would be based on the type of network and the requirements needed for 
communication. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joshua Kading whose telephone number is (703) 305- 
20 0342. The examiner can normally be reached on M-F: 8:30AM-5PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Douglas Olms can be reached on (703) 305-4703. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
5 Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
1 0 Business Center (EBC) at 866-21 7-91 97 (toll-free). 




Joshua Kading 
Examiner 
Art Unit 2661 
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February 1 7, 2004 



15 



IMARY EXAMINER 



